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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/30/2008 has been entered. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 37-41 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Regarding claims 37-41, based on Supreme Court precedent, a 
method/process claim must (1) be tied to another statutory class of invention (such as a 
particular apparatus) (see at least Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 
U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 
780, 787-88 (1876)) or (2) transform underlying subject matter (such as an article or 

materials) to a different State or thing (see at least Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). 
A method or process claim that fails to meet one of the above requirements is not in 
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compliance with the statutory requirements of 35 U.S.C. 101 for patent eligible subject 
matter. Here the claims fails to meet the above requirements because the steps are 
neither tied to another statutory class of invention (such as a particular apparatus) nor 
physically transform underlying subject matter (such as an article or materials) to a 
different state or thing. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 37-41 and 43 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Heckel (U.S. Patent No. 6,036,601). Heckel teaches a system and 
method of placing advertising in games that includes all of the limitations recited in the 
above claims. 

Regarding claims 37 and 43, Heckel teaches establishing a communication link 
with a user system running a game (since the user logs in, the user computer is indeed 
running the game) and receiving from the user system a request for advertising meeting 
certain criteria (Column 4, Lines 35-58), retrieving at least one advertisement that meets 
the certain criteria and transmitting it to the user system (Column 4, Lines 46-53). 
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Regarding claim 38, Heckel teaches 2-way communication between an ad 
server and a local user system (Column 4, Lines 35-58). The length of time it takes for 
the advertisements, or the request for advertisements, to be transferred between parties 
is considered to be a "continuous communication", as the communication will continue 
until the transfer is complete. 

Regarding claims 39-41, Heckel teaches receiving quality data from the user 
system regarding time the advertisement is displayed (duration), the type of views 
(manner), the number of times displayed, and the size in terms of pixels (Column 5, 
Lines 10-15). Since both time and pixel-size is measured and presented, this 
represents "pixel-hours". The number of times an ad is displayed represents a "hit- 
count", with the number being incremented every time the size or time of an ad is 
greater than a threshold of "0". 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 26-30, 32-35 and 42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heckel (U.S. Patent No. 6,036,601). 

Regarding claims 26 and 42, Heckel teaches receiving advertisements over a 
network and storing them on a user system (Column 4, Lines 35-58), each 
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advertisement having a "content" (images, Column 3, Lines 61-63) and an "attribute" (at 
least demographic impressions and intended target audience, Column 4, Lines 8-9), 
detecting a tag (plug-in) in which to place the advertisement, and determining, by the 
tag running on the client system, an "appropriate" (matching appropriate criteria of the 
tag) advertisement to place (Column 5, Lines 5-8). This functionality is implemented 
when the user logs onto the game server (Beginning at Column 4, Line 35), and thus, 
occurs while the game code is executing (when a user logs on, the game code is 
executing, and when the game code is executing, the game is being played). 

Heckel does not appear to specify exactly which criterion is used by the tag to 
determine an appropriate advertisement. However, Heckel does already teach the 
functionality to determine appropriate advertisements for downloading to the user 
system before the tag selects an advertisement for insertion (Column 4, Lines 35-58). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to program the tag to use the same functionality already disclosed in Heckel 
to select the appropriate ad texture. This act of double-checking the appropriateness of 
the advertisement by the tag would result in less advertisement selection error and 
more advertisements reaching their correct targeted audience. 

Regarding claim 27, Heckel teaches targeting criteria as comprising a minimum 
age group (Column 3, Line 65 - Column 4, Line 2). 

Regarding claim 28, Heckel teaches advertisements that have subject matter 
and genre targeted towards male-oriented ads or female-oriented ads, as well as 
advertising subject matter and genre for numerous other demographics (Column 4, 
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Lines 5-8). This is taken to read on defining a genre and a desired subject matter (a 
subject matter and genre for one demographic category would be different for others). 

Regarding claims 29 and 30, Heckel teaches the ad server as sending 
advertisements correlated to different formats and shapes (Column 3, Lines 58-65), the 
formats including images and video clips (Column 5, Lines 3-5). 

Regarding claim 32, Heckel teaches 2-way communication between an ad 
server and a local user system (Column 4, Lines 35-58). The length of time it takes for 
the advertisements, or the request for advertisements, to be transferred between parties 
is considered to be a "continuous communication", as the communication will continue 
until the transfer is complete. 

Regarding claims 33-35, Heckel teaches receiving quality data from the user 
system regarding time the advertisement is displayed (duration), the type of views 
(manner), the number of times displayed, and the size in terms of pixels (Column 5, 
Lines 10-15). Since both time and pixel-size is measured and presented, this 
represents "pixel-hours". The number of times an ad is displayed represents a "hit- 
count", with the number being incremented every time the size or time of an ad is 
greater than a threshold of "0". 

5. Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Heckel (U.S. Patent No. 6,036,601) in view of Hunter (U.S. Pub No. 2002/0156858). 

Regarding claim 31, while Heckel teaches logging times at which an 
advertisement was displayed, Heckel does not appear to specify scheduling 
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advertisements for specific time slots. Hunter teaches a system and method in which 
advertisers reserve specific time slots in which to display advertising (Paragraph 0008). 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to allow advertisers to schedule time slots for advertising (and thus 
have the tags show the advertising meeting the time slot reservation requirements). 
Advertisers may be willing to pay more money for specific time slots as opposed to 
general ones, which would garner more advertising revenue. 

6. Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Heckel (U.S. Patent No. 6,036,601) in view of Spaur (U.S. Patent No. 6,196,920). 

Regarding claim 36, Heckel does not appear to specify the ability to interact 
with the presented advertisement. Spaur teaches a card game in which advertisements 
are placed on the back of cards (Column 15, Lines 20-27). When a card having an 
advertisement thereon is interacted with, the card (game object) will move to a different 
area of the screen, which reads on modifying an interactive game behavior of a game 
object. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to allow the user to interact with the advertisement. This increased 
interactive functionality will provide a greater chance of a user noticing and viewing the 
advertisement. 
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ALTERNATIVE Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

While the game user is logged into the game server and entering personal 
information is considered to be engaging the game, and thus, playing the game, an 
argument could be made that this does not constitute actual game play. Examiner 
recognizes this argument as merely an interpretational issue, and in the interest of a 
thorough examination, will supply the following 103 rejection to cover such an 
interpretation. 

7. ALTERNATIVELY, Claims 26-30, 32-35 and 42 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Heckel (U.S. Patent No. 6,036,601) in view of 
Spaur (U.S. Patent No. 6,196,920). 

Regarding claims 26 and 42, Heckel teaches receiving advertisements over a 
network and storing them on a user system (Column 4, Lines 35-58), each 
advertisement having a "content" (images, Column 3, Lines 61-63) and an "attribute" (at 
least demographic impressions and intended target audience, Column 4, Lines 8-9), 
detecting a tag (plug-in) in which to place the advertisement, and determining, by the 
tag running on the client system, an "appropriate" (matching appropriate criteria of the 
tag) advertisement to place (Column 5, Lines 5-8). 
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Heckel does not appear to specify exactly which criterion is used by the tag to 
determine an appropriate advertisement. However, Heckel does already teach the 
functionality to determine appropriate advertisements for downloading to the user 
system before the tag selects an advertisement for insertion (Column 4, Lines 35-58). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to program the tag to use the same functionality already disclosed in Heckel 
to select the appropriate ad texture. This act of double-checking the appropriateness of 
the advertisement by the tag would result in less advertisement selection error and 
more advertisements reaching their correct targeted audience. 

It could be argued that Heckel does not teach the downloading and placing of 
advertisements while a game is being played. Spaur, however, teaches requesting 
such advertising content for display while the user is playing the game (Column 8, Lines 
43-46). One of ordinary skill would have recognized that applying the known technique 
of downloading and placing advertisements during game play would have yielded 
predictable results and resulted in an improved system. 

Regarding claim 27, Heckel teaches targeting criteria as comprising a minimum 
age group (Column 3, Line 65 - Column 4, Line 2). 

Regarding claim 28, Heckel teaches advertisements that have subject matter 
and genre targeted towards male-oriented ads or female-oriented ads, as well as 
advertising subject matter and genre for numerous other demographics (Column 4, 
Lines 5-8). This is taken to read on defining a genre and a desired subject matter (a 
subject matter and genre for one demographic category would be different for others). 
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Regarding claims 29 and 30, Heckel teaches the ad server as sending 
advertisements correlated to different formats and shapes (Column 3, Lines 58-65), the 
formats including images and video clips (Column 5, Lines 3-5). 

Regarding claim 32, Heckel teaches 2-way communication between an ad 
server and a local user system (Column 4, Lines 35-58). The length of time it takes for 
the advertisements, or the request for advertisements, to be transferred between parties 
is considered to be a "continuous communication", as the communication will continue 
until the transfer is complete. 

Regarding claims 33-35, Heckel teaches receiving quality data from the user 
system regarding time the advertisement is displayed (duration), the type of views 
(manner), the number of times displayed, and the size in terms of pixels (Column 5, 
Lines 10-15). Since both time and pixel-size is measured and presented, this 
represents "pixel-hours". The number of times an ad is displayed represents a "hit- 
count", with the number being incremented every time the size or time of an ad is 
greater than a threshold of "0". 

Regarding claim 36, Heckel does not appear to specify the ability to interact 
with the presented advertisement. Spaur teaches a card game in which advertisements 
are placed on the back of cards (Column 15, Lines 20-27). When a card having an 
advertisement thereon is interacted with, the card (game object) will move to a different 
area of the screen, which reads on modifying an interactive game behavior of a game 
object. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to allow the user to interact with the advertisement. This increased 
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interactive functionality will provide a greater chance of a user noticing and viewing the 
advertisement. 

8. ALTERNATIVELY, Claim 31 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heckel (U.S. Patent No. 6,036,601) in view of Spaur (U.S. Patent 
No. 6,196,920), and further in view of Hunter (U.S. Pub No. 2002/0156858). 

Regarding claim 31, while Heckel teaches logging times at which an 
advertisement was displayed, Heckel does not appear to specify scheduling 
advertisements for specific time slots. Hunter teaches a system and method in which 
advertisers reserve specific time slots in which to display advertising (Paragraph 0008). 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to allow advertisers to schedule time slots for advertising (and thus 
have the tags show the advertising meeting the time slot reservation requirements). 
Advertisers may be willing to pay more money for specific time slots as opposed to 
general ones, which would garner more advertising revenue. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL BEKERMAN whose telephone number is 
(571)272-3256. The examiner can normally be reached on Monday - Friday, 9:00 - 
3:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric W. Stamber can be reached on (571) 272-6724. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Michael Bekerman/ 
Examiner, Art Unit 3622 



